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DETAILED ACTION 

1. The preliminary amendment of May 15, 2006 has been received and entered. 
With the entry of the amendment, claim 4 has been canceled, and claims 1-3 and 5 are 
pending for examination. 

Claim Rejections -35USC§112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 5 no positive recitation of actually performing the plating onto a 
substrate is provided. 

Claim Rejections -35USC§102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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5. Claims 1, 2 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Amelio et al (US 4655833). 

Amelio teaches an electroless copper plating solution. Column 2, lines 5-15. The 
plating solution contains a water-soluble nitrogen containing polymer. Column 2, lines 
5-15 and 40-45. 

Claim 2: the water soluble nitrogen containing polymer can be a polyacrylamide. 
Column 2, lines 5-15 and 40-45. 

Claim 5: a copper plating method is provided using the electroless copper 
plating solution with the water soluble nitrogen containing polymer. Column 4, lines 
35-50. 

6. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Japan 
03-287779 (hereinafter '779). 

'779 teaches an electroless copper plating solution. Abstract. The plating solution 
contains a water-soluble nitrogen containing polymer. Abstract (polyethyleneimine 
would be water soluble as indicated by claim 2). 

Claim 2: the water soluble nitrogen containing polymer can be a 
polyethyleneimine. Abstract. 



7. Japan 03-287779 was provided by applicant with the IDS statement of April 14, 
2006. 
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Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Amelio et al 
(US 4655833). 

Amelio teaches all the features of this claim, as discussed in the 35 USC 102(b) 
rejection using Amelio above, except the precise molecular weight, and Mw over Mn 
ratio. 

However, Amelio does teach that the water soluble nitrogen containing polymer 
used can be, for example, Reten 210, Reten 220 or Reten 300 (column 2, lines 40-68) and 
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that such polymers have a relatively high molecular weight of about 50,000-1,000,000 or 
more (column 3, lines 1-5). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Amelio to use a water soluble nitrogen containing 
polymer with a molecular weight above 100,000, because Amelio teaches a range of 
50,000 -1,000,000 or more and In the case where the claimed ranges "overlap or lie 
inside ranges disclosed by the prior art" a prima facie case of obviousness exists. In re 
Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976). As to the ratio of Mw over Mn, it is 
the Examiner's position that for the purposes of consistency and reproducibility it 
would have been obvious to use polymers of the same molecular weight, which would 
provide that the molecular weight and the number average molecular weight would be 
the same number, and therefore provide that Mw/Mn would be one, within the 
claimed range. 

11. Claims 3 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japan 03-287779 (hereinafter '779). 

'779 teaches all the features of these claims, as discussed in the 35 USC 102(b) 
rejection using '779 above, except the precise molecular weight, and Mw over Mn ratio 
(claim 3) and the actual plating (claim 5). 
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However, '779 does teach that the water soluble nitrogen containing polymer 
(polyethyleneimine) used have a molecular weight of several hundred to several 
hundred thousand. Abstract 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify '779 to use a water soluble nitrogen containing polymer 
with a molecular weight above 100,000, because '779 teaches a range of several hundred 
to several hundred thousand and In the case where the claimed ranges "overlap or lie 
inside ranges disclosed by the prior art" a prima facie case of obviousness exists. In re 
Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976). As to the ratio of Mw over Mn, it is 
the Examiner's position that for the purposes of consistency and reproducibility it 
would have been obvious to use polymers of the same molecular weight, which would 
provide that the molecular weight and the number average molecular weight would be 
the same number, and therefore provide that Mw/Mn would be one, within the 
claimed range. As to the plating with the provided copper plating bath, it is the 
Examiner's position that it would have been obvious to use an electroless copper 
plating bath to actually plate copper, as that is the purpose that the bath is provided for. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Katherine A. Bareford whose telephone number is (571) 
272-1413. The examiner can normally be reached on M-F(6:00-3:30) First Friday Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy H. Meeks can be reached on (571) 272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http:/ / pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Katherine A. Bareford/ 
Primary Examiner, Art Unit 1792 



